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1 . This Office action is in response to applicant's amendment filed April 16, 2009, which 
amends claims 1 and 7-9, and adds claims 12-14. 

Claims 1-14 are pending. 

2. The rejections under 35 U.S. C. 102(b) and 102(e) as set forth in the previous Office 
action (notification date: October 17, 2008) are overcome by claim amendment. 

The provisional obviousness-type double patenting rejection based on copending 
Application No. 10/577,438 in view of Fujita et al. has been reconsidered and is withdrawn. 

The obviousness-type double patenting rejection based on U.S. Patent No. 7,341,678 in 
view of Fujita et al. has been reconsidered and is withdrawn. 

3. Claims 2, 3, 5, 12 and 14 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The limitations of claim 2, with claims 3 and 5 dependent therefrom, are inconsistent 
with the limitations of claim 1 as amended to require an oligomer having a number-average 
molecular weight of 200 to 2,000. The phrases "a charge-transporting monomer having 
conjugated units or" and "said oligomer having a number-average molecular weight of 200 to 
5000" should be deleted from claim 2. 

The limitations of claim 5 are not fully consistent with the limitations of claim 1 as 
amended to require an oligomer having a number-average molecular weight of 200 to 2,000. For 



Application/Control Number: 10/534,042 
Art Unit: 1794 



Page 3 



example, Formula (4) encompasses charge-transporting substances that are not oligomers (such 
as when each of p and r is 0 and q is 1 ; or when each of p, q and r is 1 and X and Y are different 
species). 

The limitations of claim 12 are not clear because the phrase "high-solvency" is relative 
and insufficient guidance is provided in the specification to determine the metes and bounds of a 
high-solvency solvent as required for claim 12. While the last paragraph on page 17 provides a 
few examples of what applicant considers to be a high-solvency solvent, these examples are 
insufficient to define what is meant by "high-solvency". It is also not clear if a particular solvent 
may be considered to be a high-solvency solvent in combination with some charge-transporting 
substances/materials but not others. The charge-transporting substance/material as defined in 
claim 1 covers a broad scope of substances/materials, and it is reasonable to expect that different 
substances/materials within the full scope of substances/materials usable for the varnish of claim 
1 will not necessarily have the same solubility in a specific solvent. 

Proper antecedent basis is lacking for "said solvent" as recited in the last line of claim 14. 
The varnish of claim 14 requires more than one solvent. 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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5. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kosho et al. (JP 
2002-151272) in view of Ito et al. (US 5,993,694). 

Kosho et al. disclose charge-transporting oligoanilines within the scope of the charge- 
transporting oligomer required for the varnish of claim 1 , and disclose charge-transporting 
organic materials composed of an oligoaniline and a dopant substance as within the scope of 
those recited in claim 1 . Kosho et al. teach dissolving the oligoaniline and dopant in a solvent or 
mixture of solvents, and using the resultant composition to form a charge transport auxiliary 
layer in an organic electroluminescent device. 

Kosho et al. do not disclose using the oligoaniline-containing compositions to make a 
solar cell, but it was known in the art at the time of the invention that similar aniline derivatives 
could be used to make electroluminescent devices and photovoltaic devices. For example, see 
column 1, line 18-19, of Ito et al. A solar cell is a photovoltaic device. 

Having knowledge of the teachings of Ito et al., it would have been obvious to one of 
ordinary skill in the art at the time of the invention to use the oligoaniline-containing 
compositions of Kosho et al. to make a solar cell. With respect to the high-viscosity solvent 
required for the varnish of claim 1 , which is used to make the solar cell of claim 10, the solvent 
does not remain in the final product. Kosho et al. teach the components of the varnish of claim 1 
that will remain after evaporation of the solvent, and Ito et al. demonstrate that it was known in 
the art at the time of the invention to use aniline derivatives similar to those taught by Kosho et 
al. in photovoltaic devices. One of ordinary skill in the art at the time of the invention, being 
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motivated to make a solar cell using the oligoaniline-containing compositions of Kosho et al, 
would provide a solar cell that has the same components as a solar cell according to claim 10. 

6. Claims 1-4, 6-9 and 11-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Fujita et al. (US 6,720,029) in view of Kosho et al. (JP 2002-151272), with evidence of 
inherency provided by Flick {Industrial Solvents Handbook, 5 th edition, p. 367). 

Fujita et al. describe coating liquids for forming an organic layer of an organic LED 
display, which comprise an organic material and at least one low volatile liquid solvent (e.g. see 
the abstract). Fujita et al. disclose that suitable solvents include propylene glycol (e.g. col. 5, 1. 
16). The viscosity of propylene glycol is within the range set forth in present claims 1 and 14 as 
evidenced by Flick. Fujita et al. also disclose that solvents within the scope of those recited in 
present claims 13 and 14 for the high-solvency solvent required by present claims 12-14 can be 
used, and that combinations of solvents may be used (e.g. c. 5, 1. 19-26). 

Fujita et al. teach that known charge-transporting materials may be used, and that dopants 
such as acceptors or donors may be included (e.g. see c. 5, 1. 1-10 and 48-60). Specific examples 
of charge-transporting materials taught by Fujita et al. include low molecular weight materials, 
as well as polymers such as polyaniline. Fujita et al. do not disclose a charge-transporting 
material that is an oligomer having a number-average molecular weight of 200 to 2000, but such 
charge-transporting materials were known in the art at the time of the invention. 

Kosho et al, e.g., disclose charge-transporting oligoanilines within the scope of the 
charge-transporting oligomer required for the varnish of claims 1-4, 6 and 11-14, and disclose 
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charge-transporting organic materials composed of an oligoaniline and a dopant substance as 
within the scope of those required for the varnish of claims 1-4, 6 and 11-14, and used for the 
method of claims 7-9. Kosho et al. teach dissolving the oligoaniline and dopant in a solvent or 
mixture of solvents, and using the resultant composition to form a charge transport auxiliary 
layer in an organic electroluminescent device. Kosho et al. disclose solvents within the scope of 
those recited in present claims 13 and 14 for the high-solvency solvent required by present 
claims 12-14, and disclose solvents that are also disclosed by Fujita et al. For example, see 
paragraphs [0008]-[0021]. 

Given Fujita' s disclosure that known charge-transporting materials can be used, and 
Kosho's disclosure demonstrating that oligoanilines were known at the time of the invention to 
be usable for the same purpose as the charge-transporting materials taught by Fujita, it would 
have been an obvious modification to one of ordinary skill in the art at the time of the invention 
to use the charge-transporting materials of Kosho in coating compositions such as taught by 
Fujita. Absent a showing of unexpected results commensurate in scope with the claims, it is the 
examiner's position it would have been within the level of ordinary skill of a worker in the art at 
the time of the invention to determine suitable solvents and combinations of solvents for use in 
the composition within Fujita' s guidelines. 

7. Claims 1-3, 5, 7-9 and 12-14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Fujita et al. (US 6,720,029) in view of Amano et al. (JP 04-304465), with evidence of 
inherency provided by Flick (Industrial Solvents Handbook, 5 th edition, p. 367). 
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Fujita et al. describe coating liquids for forming an organic layer of an organic LED 
display, which comprise an organic material and at least one low volatile liquid solvent (e.g. see 
the abstract). Fujita et al. disclose that suitable solvents include propylene glycol (e.g. col. 5, 1. 
16). The viscosity of propylene glycol is within the range set forth in present claims 1 and 14 as 
evidenced by Flick. Fujita et al. also disclose that solvents within the scope of those recited in 
present claims 13 and 14 for the high- solvency solvent required by present claims 12-14 can be 
used, and that combinations of solvents may be used (e.g. c. 5, 1. 19-26). 

Fujita et al. teach that known charge-transporting materials may be used, and that dopants 
such as acceptors or donors may be included (e.g. see c. 5, 1. 1-10 and 48-60). Specific examples 
of charge-transporting materials taught by Fujita et al. include low molecular weight materials, 
as well as polymers. Fujita et al. do not disclose a charge-transporting material that is an 
oligomer having a number-average molecular weight of 200 to 2000, but such charge- 
transporting materials were known in the art at the time of the invention. 

Amano et al, e.g., disclose charge-transporting 1,4-dithiin derivatives within the scope of 
the charge-transporting oligomer required for the varnish of claims 1-3, 5 and 12-14, and used 
for the method of claims 7-9. 

Given Fujita' s disclosure that known charge-transporting materials can be used, and 
Amano 's disclosure demonstrating that charge-transporting 1,4-dithiin derivatives were known at 
the time of the invention, it would have been an obvious modification to one of ordinary skill in 
the art at the time of the invention to use the charge-transporting materials of Amano in coating 
compositions such as taught by Fujita. Absent a showing of unexpected results commensurate in 
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scope with the claims, it is the examiner's position it would have been within the level of 
ordinary skill of a worker in the art at the time of the invention to determine suitable solvents and 
combinations of solvents for use in the composition within Fujita's guidelines. 

8. Applicant's arguments filed April 16, 2009 have been fully considered when making the 
rejections set forth in this action. 

With respect to claim 10, which is directed to a solar cell made with the varnish of claim 
1, the solvent recited in claim 1 does not remain in the final product. Kosho et al. teach the 
components of the varnish of claim 1 that will remain after evaporation of the solvent, and Ito et 
al. demonstrate that it was known in the art at the time of the invention to use aniline derivatives 
similar to those taught by Kosho et al. in photovoltaic devices. Applicant's argument regarding 
the problem of surface irregularities is not persuasive as to the patentability of claim 10, which is 
silent with respect to surface irregularities (or lack thereof). 

With respect to the other rejections under 35 U.S.C. 103(a), applicant's arguments 
regarding problems solved by, and advantages/improvements provided by, the charge- 
transporting varnish of the present claims are not persuasive as to the patentability of the claims 
over the applied prior art. Materials within the scope of the charge-transporting substance/ 
oligomer/organic material utilized in the varnish of the present claims were known at the time of 
the present invention. The prior art also demonstrates that it was known at the time of the 
present invention to make compositions suitable for coating applications by dissolving a charge- 
transporting substance/oligomer/organic material in a solvent or combination of solvents, 
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including solvents within the scope of those recited in claims 13 and 14, and that it was known 
that solvents within the scope of the high-viscosity solvent required for the presently claimed 
varnish could also be used to make compositions suitable for coating applications. While the 
prior art does not provide a specific example of a composition comprising the charge- 
transporting substance/oligomer/organic material required by the present claims in a solvent or 
combination of solvents including at least one high-viscosity solvent as required by the present 
claims, it would have been within the level of ordinary skill of a worker in the art to select 
suitable solvents from known solvents. 

Regarding advantages/improvements provided by a varnish according to the present 
claims, the data of record do not demonstrate unexpected results commensurate in scope with the 
claims. While the varnish of the present claims requires a high-viscosity solvent as recited in 
claims 1 and 14, the varnish composition is open to other solvents that are not high- viscosity 
solvents, and claims 12-14 require additional solvents. In addition to the "high-solvency" 
solvent required by claims 12-14, the varnish may comprise additional solvents as described in 
the first two paragraphs on page 1 8 of the specification. None of the present claims limit the 
amount of high- viscosity solvent in the varnish, and the claims encompass varnishes in which a 
relatively large proportion of the varnish (and/or relatively large proportion of the solvent in the 
varnish) is a solvent within the scope of those explicitly taught by Fujita et al. and by Kosho et 
al. There is insufficient evidence of record to demonstrate that the mere inclusion of a high- 
viscosity solvent in a varnish, regardless of relative amounts of high- viscosity solvents and other 
components in the varnish, provides unexpected results. 
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9. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

10. Any inquiry concerning this communication should be directed to Marie R. Yamnitzky at 
telephone number (571) 272-1531. The examiner works a flexible schedule but can generally be 
reached at this number from 7:00 a.m. to 3:30 p.m. Monday and Wednesday-Friday. 

The current fax number for all official faxes is (571) 273-8300. (Unofficial faxes to be sent 
directly to examiner Yamnitzky can be sent to (571) 273-1531.) 



/Marie R. Yamnitzky/ 

Primary Examiner, Art Unit 1794 



MRY 

August 17, 2009 



